November 15 , 1955 


Mr. C. J« Foxgro ver, Jr, 

Languor, Parry, Card & Languor 
Monadnock Block ^ 

Chicago 4, Illinois 

Kej Philip Morris and Co, Ltd,, Inc. 
British Patent Appln. 22760/54 
U. S. Serial No. 3o3,l22 
-Dupuis and Lieser 

Bear Mr, Foxgrover? 

Receipt is acknowledged of the latest action of the 
British Examiner in jfche above entitled application. Our 
comments are as follows x 

Paragraph 1 


The Examiner evidently objects to the use of our broad 
terra "mouthpiece tobacco product". We have no objection if 
he prefers that the word "mouthpiece" be deleted as was done, 
for example, in claim 9, but we do want breadth of filters 
for pipe and cigarette holders. 

The opening paragraph on page 2 is an introductory 
paragraph whic h sh ows the breadth of the invention. It is 
considered that claim to the filter per se is narrower than 
a species of the broader expression "a tobacco product". 

It is interesting to note that this objection has not been 
raised in the United States application in which the tobacco 
product claims were numbered 1 through 10 and the filter 
claims 11 through 13. Would the British Examiner feel dif¬ 
ferently if our claims were renumbered in the British appli¬ 
cation to show the tobacco product claims first? I do not 
know why in the British practice these were rearranged. 

A filter of theclass described was meant to be a filter 
of the breadth described in paragraph 1 page 9, 
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We would like clarification on the attitude of the British 
Patent Office on what we consider an introductory statement 
as used in paragraph 1 page 2. It appears that they consider 
this a statement of claims which must include sufficient 
breadth to cover all our claims. For example, we note that 
they have pointed out that statements in this paragraph do not 
agree with claim 21 which supports our method claim. You 
will note that subsequent paragraphs have stated in broad 
terms our statement of claims which cover a method of pre¬ 
paring a filter. This was intended to disclose the breadth 
of the invention. You undoubtedly will know what amendment 
is necessary to tie these statements together. 

Paragraph 2 v 

The first full paragraph on page 3 contains the support 
for the breadth claimed in our invention as is usual practice 
in chemical cases. 

Paragraph 3 

We have no objection to this amendment being made. 
Paragraph 4 


We have no objection to this amendment being made. 
Paragraph 5 

We “are - a little - confused by this ground of rejection. 
Claim 1 specifies that all filters coming within the scope 
of this invention must contain at least 5$ by weight of 
polyhydric alcohol. In order to show comparative results 
control cigarettes were used in the example which had not 
been treated. This showed comparative results and the 
advantages of the invention. It should not be necessary 
to further distinguish a treated ormtreated filter except 
to specify the range of polyhjdric alcohol. 

Paragraph 6 - United States Patent No. 2,108,860 

This patent was not cited by the United States Patent 
Office although our original claims are substantially the 
same in the British application. On the second action in 
the United States case we chose to Markush the specific 
filter- materials as follows 

”A material selected from the group consisting of 
cotton-crepe, viscose, cellulose, cellulose acetate, 
cotton, crepe-paper, alvrniinum foil, asbestos, glass 
wool, synthetic fibers and protein fibers. ..." 
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Mr. C. J. Foxgrover, Jr. -3- 

We suggest that our claims In the British application 
be placed In this form and that they would distinguish from 
the references. _ 

As far as the merits of the reference goes the material 
treated is a calcined bentonite. The ranges are so broad, 
i.e. from 0.2 to 500^ of the weight of the tobacco, as to 
be of little value. WlJ.le it is shown that glycerine may be 
used, there is no specific teaching that points out the 
importance of having at least 5$. 

If there is any farther difficulty on this reference, 
there may be other means of distinguishing it from our type 
of filter material. 

V/e are returning the reference herewith. 

Very truly yours, 

PHILIP MORRIS Inc. 


R. J. Leahy 

Technical Service Manager 
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